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DETAILED ACTION 

Status of the Claims 

1 . Claims 1-39 were originally filed on August 4, 2003. 

The amendment to the claims received on April 27, 2006 amended claims 1, 26, and 37. 
The amendment to the claims received on October 17, 2006 amended claims 1, 26, and 
37 and canceled claims 4-11, 14-25, 28-30, and 34-36. 

The amendment to the claims received on December 4, 2007 amended claims 1, 26, and 

37. 

Claims 1-3, 12-13, 26-27, 31-33, and 37-39 arc currently pending and under 
consideration. 

Election/Restrictions 

2. Applicants elected polypeptide as the species of compound/member and bead as the 
species of support in the reply received on October 1 1 , 2005. 

Priority 

3 . The present application claims status as a DIV of 09/397,432 filed September 17,1999 
(now U.S. Patent 6,602,671) which is a CIP of 09/160,458 filed September 24, 1998 (now U.S. 
Patent 6,617,583) and claims benefit of 60/101,046 filed September 18, 1998. 

4. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied with one or 
more conditions for receiving the benefit of an earlier filing date under 35 U.S.C. 121 as follows: 
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The later-filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 1 12. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed applications, applications 09/397,432 and 09/160,458 
and provisional application 60/101,046 fail to provide adequate support or enablement in the 
manner provided by the first paragraph of 35 U.S.C. 1 12 for one or more claims of this 
application. Please refer to the new matter rejection below regarding the specific alloys and 
mixtures presented in the claim amendments received on December 4, 2007. Therefore, the 
presently claimed invention has a priority date of August 4, 2003 (i.e. filing date of the present 
application). 

Invention as Claimed 

5. A library of compounds wherein each compound in the library is bound to an individual 
support, each support having associated therewith more than one population of semiconductor 
nanocrystals, each population having a distinct characteristic spectral emission, wherein each 
nanocrystal comprises a Group II-VI semiconductor, a Group III-V semiconductor, a Group IV 
semiconductor, an alloy of a Group II-VI semiconductor and a Group III-V semiconductor, an 
alloy of a Group II-VI semiconductor and a Group IV semiconductor, an alloy of a Group III-V 
semiconductor and a Group IV semiconductor, an alloy of a Group II-VI semiconductor, a Group 
III-V semiconductor, and a Group IV semiconductor, a mixture of a Group II-VI semiconductor 



Application/Control Number: 10/632,922 Page 4 

Art Unit: 1639 

and a Group III-V semiconductor, a mixture of a Group II- VI semiconductor and a Group IV 
semiconductor, a mixture of a Group III-V semiconductor and a Group IV semiconductor, or a 
mixture of a Group II- VI semiconductor, a Group III-V semiconductor, and a Group IV 
semiconductor and variations thereof 

Withdrawn Rejection 

6. Claims 1-3, 12-13, 26-27, 31-33, and 37-39 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention regarding the alloys and mixtures is withdrawn 
in view of the claim amendments received on December 4, 2007. 

New Rejection 
Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Claims 1-3, 12-13, 26-27, 31-33, and 37-39 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claim amendment received on December 4, 2007 is 
considered new matter. Applicants did not point to any section of the specification for support of 
the claim amendments. In addition, the examiner of record did not find support for the claim 
amendments in the originally filed specification. The claim amendment of "an alloy of a Group 
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II- VI semiconductor and a Group III-V semiconductor, an alloy of a Group II- VI semiconductor 
and a Group IV semiconductor, an alloy of a Group III-V semiconductor and a Group IV 
semiconductor, an alloy of a Group II- VI semiconductor, a Group III-V semiconductor, and a 
Group IV semiconductor, a mixture of a Group II-VI semiconductor and a Group III-V 
semiconductor, a mixture of a Group II-VI semiconductor and a Group IV semiconductor, a 
mixture of a Group III-V semiconductor and a Group IV semiconductor, or a mixture of a Group 
II-VI semiconductor, a Group III-V semiconductor, and a Group IV semiconductor" is 
considered new matter because while the specification teaches a core consisting of one type of 
semiconductor with a shell of another type of semiconductor (i.e. support associated with more 
than one population of semiconductor nanocrystal with distinct spectral emissions), the 
specification as originally filed does not disclose a core consisting of an alloy or mixture of two 
types of semiconductors and a shell of an alloy or mixture of two types of semiconductors). 
Maintained Rejections 

9. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC §102 

10. Claims 1-3, 12-13, 26-27, 31-33, and 37-39 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Weiss et al. U.S. Patent 5,990,479 filed November 25, 1997. 

For present claims 1-3, 26, 3 1, 32, 37, 38, and 39, Weiss et al. teach pluralities of 
semiconductor nanocrystals capable of emitting electromagnetic radiation in a narrow 
wavelength band with linking agents and affinity molecules including antibodies (i.e. compound, 
member chemical, polypeptide) wherein the semiconductor nanocrystal has a core-shell structure 
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and is a Group II-VI, Group III-V, or Group IV semiconductor and wherein the semiconductor 
nanocrystal can be coated with a thin layer of glass (i.e. silicon) with a linking agent and affinity 
molecule attached (i.e. support; please refer to the entire specification particularly the abstract; 
Figures 2-3; column 1, lines 15-21; column 2, lines 15-53; column 4, lines 48-67; columns 5-9). 

For present claims 12 and 33, Weiss et al. teach a semiconductor nanocrystal coated with 
a thin layer of glass with a linking agent attached (i.e. glass particle coated with a polymer, a 
bead, and a pore-glass bead; please refer to the entire specification particularly columns 7-8). 

For present claims 13 and 27, Weiss et al. teach affinity molecules that are nucleic acids, 
antibodies, proteins, polysaccharides, sugars, peptides, drugs, and ligands (please refer to the 
entire specification particularly column 6, lines 50-67). 

Therefore, the presently claimed invention is anticipated by the teachings of Weiss et al. 
Arguments and Response 
1 1 . Applicants' arguments directed to the rejection under 35 USC 1 02 (e) as being 
anticipated by Weiss et al. for claims 1-3, 12-13, 26-27, 31-33, and 37-39 were considered but 
are not persuasive for the following reasons. 

Applicants contend that the Weiss et al. does not teach a support associated with more 
than one population of semiconductor nanocrystals (i.e. the glass coating described by Weiss et 
al. is associated with one nanocrystal only). In addition, applicants contend that the glass coating 
taught by Weiss et al. does not provide a material to which compounds are attached but provides 
a surface on the nanocrystal that will readily associate with linking agents (i.e. coating is not a 
support; applicants reference column 7, lines 18-36). 
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Applicants' arguments are not convincing since the teachings of Weiss et al. anticipate 
the library of compounds of the instant claims. Weiss et al. teach semiconductor nanocrystals in 
core/shell configurations wherein a first semiconductor forms the core and a second 
semiconductor forms a shell (i.e. more than one semiconductor with different spectral emissions; 
please refer to the entire specification particularly column 6, lines 17-35; column 10, lines 1-9). 
In addition, Weiss et al. teach glass coated semiconductor nanocrystals with linking agents and 
affinity molecules attached (i.e. support with compound attached wherein the support 
encapsulates a core-shell nanocrystal; please refer to Figures 1-3; column 2, lines 18-53; column 
4, lines 48-65; column 5, lines 25-40; column 7, lines 5-67; column 8, lines 1-59; column 10, 
lines 26-29; claims 1, 3-6, 8-9, etc.). It is noted that the presently claimed method does not 
specify that the molecules must directly bind to the supports without linkers. In addition, it is 
also noted that applicants include glass particles coated with hydrophobic polymers in the 
definition of supports (i.e. support with linker; see page 8, lines 1-5 of the response received on 
December 4, 2007). 

12. Claims 1, 3, 12, 13, 26, 27, 32, 33, 37, and 39 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Frankel U.S. Patent 6,096,496 filed June 19, 1997. 

For present claims 1, 3, 26, 32, 37, and 39, Frankel teaches combinatorial chemistry 
library synthesis utilizing tagged beads bound to peptides, nucleotides, and small organic 
molecules wherein the tag can be semiconductor nanocrystals including Group III-V particularly 
GaAs which emits light (please refer to the entire specification particularly abstract; columns 1, 
5,8, 11, 14-17,21-22, 32). 
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For present claims 12 and 33, Frankel teaches beads made of cellulose, glass, pore-glass, 
resin, silica, and polystyrene (please refer to the entire specification particularly column 11, lines 
26-43; column 12, lines 57-67; columns 13-17). 

For present claims 13 and 27, Frankel teaches polypeptides (please refer to the entire 
specification particularly column 1, lines 19-37; column 4, lines 8-20). 

Therefore, the presently claimed invention is anticipated by the teachings of Frankel. 
Arguments and Response 
13. Applicants' arguments directed to the rejection under 35 USC 102 (e) as being 
anticipated by Frankel for claims 1, 3, 12-13, 26-27, 32-33, 37, and 39 were considered but are 
not persuasive for the following reasons. 

Applicants contend that Frankel does not teach that each bead or support is associated 
with more than one population of semiconductor nanocrystal wherein each has a distinct 
characteristic spectral emission. 

Applicants' arguments are not convincing since the teachings of Frankel anticipates the 
library of compounds of the instant claims. Frankel teaches a bead (100) surrounding a substrate 
(190) with ID tags (120) which may be encapsulated (125) and comprises molecular anchoring 
sites (130a-c) with oligomeric compounds attached (165a-c) directly associated with the bead 
(please refer to the entire specification particularly Figures 1 A and IB; column 9, lines 59-64; 
column 13, lines 7-67). Additionally, Frankel teaches that the bead can be made of cellulose, 
glass, pore-glass, resin, silica (i.e. Group IV semiconductor), polystyrene, the material of the 
identification tagging apparatus (i.e. semiconductor; Si, Group IV semiconductor; GaAs; Group 
III-V semiconductor; please refer to the entire specification particularly column 11, lines 26-43; 
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column 12, lines 57-67; column 13, lines 1-6). In addition, Frankel teaches multiple ID tags 
forming a distinct combination code for each bead (i.e. multiple spectral emissions) including 
various semiconductors (i.e. Si, GaAs, alloys of GaAs, AlInGaP, InGaP, InGaAlP, AlAs, 
AlGaAs, InSn, Group III-V; please refer to column 5, lines 32-67; column 8, lines 4-32; column 
11, lines 44-67; column 12, lines 1-56; column 14, lines 39-44; column 15, lines 1-31; column 
16, lines 16-52; column 21, lines 35-67; column 22; column 29, lines 52-67; columns 30-32). 
Moreover, it is noted that present claims 2, 3 1, and 38 claim that the first and second 
semiconductor material are the same or different (i.e. same semiconductor can have distinct 
characteristic spectral emissions). 

Future Communications 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Amber D. Steele whose telephone number is 571-272-5538. The 
examiner can normally be reached on Monday through Friday 9:00AM-5 :00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Schultz can be reached on 571-272-0763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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February 4, 2008 

/Jon D. Epperson/ 

Primary Examiner, AU 1639 



